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Sir: 
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I .1 



Serial No. 09/177,814 

VII. ARGUMENT 

A. REJECTION UNDER 35 U.S.C. § 1 12, FIRST PARAGRAPH 
Withdrawal of the 35 U.S.C. § 1 12, first paragraph, rejection of claim 1 is gratefully 

acknowledged. 



B. REJECTIONS UNDER 35 U.S.C. $ 102 

3. ANALYSIS 

It has been asserted in the Examiner's Answer that 

Northrup et al in fact teach that the porous silicon members define 
an interface between two analysis devices (detectors) (claim 10). 
Therefore, the porous silicon members would be in communication 
with the analysis devices, which are considered to be the detectors. 
Examiner's Answer, page 11. 

As the analysis devices of Northrup that "would be in communication with" the porous silicon 

members are separate from the substrate within which the porous silicon members are formed, 

this assertion overlooks the fact that independent claim 1 requires that "at least one detector [be] 

fabricated on the substrate" in which "matrices comprising at least two distinct, unconnected 

porous regions" are formed. 

It is, therefore, respectfully submitted that Northrup does not expressly or inherently 
describe, or anticipate, each and every element of the sample separation apparatus to which 
independent claim 1 is directed. As such, under 35 U.S.C. § 102(b), independent claim 1 is 
allowable over the disclosure of Northrup. 

Each of claims 3, 4, 7, 1 1, 18, 22-24, 111, and 1 12 is allowable, among other reasons, for 

depending directly or indirectly from claim 1, which is allowable. 
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It is also noted that the Examiner has not addressed the additional explanation that has 
been set forth in the Appeal Brief as to why dependent claim 7 is allowable. 

It is respectfully requested that the 35 U.S.C. § 102(e) rejections of claims 1 5 3, 4, 7, 1 1, 
18, 22-24, 111, and 1 12 be reversed, and that each of these claims be allowed. 

C. REJECTIONS UNDER 35 U.S.C. § 103(a) 
3. ANALYSIS 

a. KNOLL IN VIEW OF NORTHRUP 

It is respectfully submitted that a prima facie case of obviousness has not been 
established against independent claim 1 since neither Knoll nor Northrup teaches or suggests an 
apparatus that includes a substrate on which a detector is fabricated and across which a porous 
capillary column, which communicates with the detector, extends. Instead, the detectors of the 
device disclosed in Knoll communicate with discrete porous "containments." As the 
containments are discrete, they do not extend across any portion of the substrate — particularly 
when the relative sizes of the substrate and the containments are considered. Moreover, while 
the containments communicate with branches from capillary columns, the capillary columns 
themselves are not porous. 

Further, in view of the fact that the device of Knoll includes porous containments but not 
porous capillary columns, it is does not appear that one of ordinary skill in the art would have 
had any reason to combine the teachings of these references in the asserted manner. Nor has the 
Examiner set forth a convincing line of reasoning as to why one of ordinary skill in the art would 
have been so motivated. 
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Accordingly, it is respectfully submitted that, under 35 U.S.C. § 103(a), the subject matter 
to which independent claim 1 is directed is allowable over the teachings of Knoll and Northrup. 

Claims 5, 7, 8, 10, 11, 14, 15,25-29, 11 1, and 1 12 are each allowable, among other 
reasons, for depending directly or indirectly from claim 1, which is allowable. 

b. HELLER. VICKERS. AND NORTHRUP 

Like Knoll, the teachings of Heller are limited to devices with porous "micro-locations" 
that are in communication with optoelectronic or microelectronic detection components. As their 
name implies, "micro-locations" do not extend across a substrate, particularly when their size is 
considered relative to the size of the substrate in which they are formed. Unlike Knoll, the 
micro-locations of Heller do not communicate with capillary columns that extend across a 
substrate. 

In view of these limitations on the subject matter taught or suggested by Heller, especially 
when considered along with the limited teachings of Northrup and Vickers, a prima facie case of 
obviousness has not been established against independent claim 1, as would be required to 
uphold the 35 U.S.C. § 103(a) rejection of independent claim 1. 

Each of claims 3, 5, 6-11, 14, 15, 18, 22-24, 111, and 1 12 is allowable, among other 
reasons, for depending directly or indirectly from claim 1, which is allowable. 

c. BURNS IN VIEW OF NORTHRUP 

Burns teaches the desirability of apparatus that include two pieces that have been bonded 

together: a first piece with channels and other features for handling fluids; and a second piece 
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upon which electronic components, including sensors, are fabricated. Col. 21, line 24, to col. 22, 
line 13 (in particular, col. 21, lines 42-44). Thus, Burns does not teach or suggest that the 
channels of the disclosed device and the sensors thereof are formed in an fabricated on the same 
substrate, as required by independent claim 1 . 

Northrup similarly lacks any teaching or suggestion of a substrate in which porous 
regions are formed and on which at least one detector is fabricated. 

Therefore, these references cannot together teach or suggest a substrate in which porous 
regions are formed and on which at least one detector is fabricated, as recited in independent 
claim 1. It is, therefore, respectfully submitted that the teachings of Burns and Northrup do not 
support a prima facie case of obviousness against independent claim 1. As such, the subject 
matter recited in independent claim 1 is allowable over the subject matter taught in Burns and 
Northrup. 

Claims 3-5, 7-9, 13, 16-20, 22-27, 111, and 1 12 are each allowable, among other reasons, 
for depending directly or indirectly from claim 1, which is allowable. 

d. BURNS, NORTHRUP. AND DUBROW 
Claim 21 is allowable, among other reasons, for depending indirectly from claim 1, which 
is allowable. 
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XI. CONCLUSION 

It is respectfully submitted that: 

(A) Claims 1 5 3, 4, 7 5 1 1, 18, 22-24, 1 1 1, and 1 12 are allowable under 

35 U.S.C. § 102(e) for being drawn to subject matter that is not anticipated by the subject matter 
described in Northrup; 

(B) Under 35 U.S.C. § 103(a), the subject matter to which claims 1, 5, 7, 8, 10, 1 1, 14, 
15, 25-29, 111, and 1 12 are directed is allowable over the teachings of Knoll, in view of 
teachings from Northrup; 

(C) Claims 1,3,5, 6-11, 14, 15, 18, 22-24, 1 1 1, and 1 12 recite subject matter that, 
under 35 U.S.C. § 102(b) (apparently 35 U.S.C. § 103(a)), is allowable over the subject matter 
described in Heller, in view of the disclosure of Vickers and, further, in view of the subject 
matter described in Northrup; 

(D) Under 35 U.S.C. § 102(e) (apparently 35 U.S.C. § 103(a)), claims 1, 3-5, 7-9, 13, 
16-20, 22-27, 111, and 1 12 are drawn to subject matter that is allowable over the disclosure of 
Burns, in view the subject matter disclosed in Northrup; and 

(E) Claim 21 recites subject matter that, under 35 U.S.C. § 103(a), is allowable over 
teachings from Burns, in view of teachings from Northrup and, further, in view of the teachings 
ofDubrow. 
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Accordingly, reversal of the final rejections of claims 1,3-11, 13-29, 111, and 1 12 is 
respectfully requested, as is the allowance of each these claims. 



Respectfully submitted, 
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